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Office Action Summary 


Application^. . / 1 Applicant(s) , 


Examirw - Group Art Un 


-The MAILING DATE of this communication appears on the cover sheet beneath the correspondence address- 
Period for Response 

A SHORTENED STATUTORY PERIOD FOR RESPONSE IS SET TO EXPIRE MONTH (SI FROM THF 

MAILING DATE OF THIS COMMUNICATION. MONTH (S) FROM THE 

' !! Ln Peri 2 T reSP ° nSe SPeC ^f° Ve iS ' eSS ,ha " mirty (30) a response withi " statuto -y "**«»"» «• thirty (30) days will be considered timely 

- tt NO penod (or response ,s specmed above, such period shall, by default, expire SIX (6) MONTHS from the mailing date o this communSbn 

- Fa,lure to respond wrth.n the set or extended period for response will, by statute, cause the application to become A^ANOONED^^Tm) 


Status 


Responsive toj^Gimunication(s) filed on. 
iThis action ilvFINALN 


f^n^SrJ 3 2. COndi !j on L or allowa " ce e **P» for formal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 ; 453 O.G. 21 3. 


Disposition of Claims 

J^Claim(s) / ~~~ 7^Z- 

Of the above claim(s) A~// "S?--f£>, 


. is/are pending in the application. 


is/are withdrawn from consideration. 


□ Claim(s)- 

□ Claim(s)- 

□ Claim(s)- 


/ ■ is/are allowed. 

is/are rejected. 


Application Papers requirement. 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The proposed drawing correction, filed on is D approved n dlsapproved! 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. § 119 (a)«(d) 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 11 9(a)-(d). 

□ All □Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) 

□ received in this national stage application from the International Bureau (PCT Rule 1 7.2(a)). 
•Certified copies not received:. 

Attachment(s) 


— is/are objected to. 
- are subject to restriction or election 


□ Information Disclosure Statement(s), PTO-1449, Paper No(s) □ Interview Summary, PTO-413 

□ Notice of References Cited, PTO-892 Q Notjce of |nforma| Ratent AppIj 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 □ other 
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Art Unit: 2645 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 47-50, 59-61, 65-68, 72 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Yablon. 

Examiner disagrees with Applicant's 1st argument that Yablon does not disclose 
any "called party information." The called party information is disclosed in col. 6, lines 
5-10, when the calling party dials 4-1-1 and requests 'telephone numbers to be 
conveyed to him." These telephone numbers that are to be conveyed to him are the 
"called party information." Examiner disagrees with Applicant's 2nd argument on page 
3 that Yablon does not disclose producing telephone numbers in response to called 
party information. The 4-1-1 operator produces the list of telephone numbers thatthe 
calling party has requested and sends it to the calling party "electronically via DTMF 
emitter", line 8 of col. 6. 

Yablon discloses in col. 6, line 5, that a user will dial a directory assistance (DA) and 
ask for a telephone number to be conveyed to him electronically, and in col. 8, lines 15- 
20, Yablon discloses "downloading one or more telephone numbers from a remote 
location into the primary user's telephone." The plurality of downloaded phone numbers 
are shown in Fig. 1 (left side of drawings), fig. 5, Fig. 6. The step of monitoring for call 
initiation signals from the calling party is met by Yablon when he goes "off-hook" or 
switches on his cell phone alerting the MSC that he, the user, is now ready to transmit 
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and receive phone calls. Applicant's step of receiving called party information is met by 
Yablon when he calls DA for his messages; the producing a list of phone numbers step 
is met by Yablon when the directory assistance downloads the user's messages into the 
user's phone's memory, and then the user will select a specific phone number from the 
plurality of phone numbers downloaded from the DA to call back. Applicant's step of 
associating identification information with the calling party is met in col. 16, lines 50-55, 
where it is disclosed that a user has an associated password code. Also, in col. 24, 
lines 50-55, Yablon discloses that the Caller ID is used to disclose the calling party to 
the called party. Similarly, Caller ID could be used by the DA as the identification 
information with the calling party. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 11, 51, 62-64, 69-71 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yablon in view of Walsh et al 

Walsh discloses the use of dialing rules, col. 9, lines 50-55, col. 4, lines 5-18, when 
utilized with lists of telephone numbers, claim 19. To have similarly used Walsh's 
teaching of using dialing rules in Yablon apparatus would have been obvious to a 
person having ordinary skill in the art. 

Claims 12-20, 23-36, 52-56 are allowed. 
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THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication should be directed to Creighton h 
Smith at telephone number 308-2488. /J / / ( ^4 



14 September '04 


Creighton h Smith 
Primary Examiner 
Art Unit 2645 


